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JS -6
UNI TED STATES DI STRI CT COURT
CENTRAL DI STRI CT OF CALI FORNI A
Del Monte | nternational CVv 13-5912 RSW. ( MANXx)
GrbH,
Plaintiff, Order re: Defendant’s
V. Motion to Exsn1ss
_ Pursuant to Fed.
Del Monte Corporation, [17%2(b)(1) and 12(b)(6)
Def endant .
Currently before the Court is Defendant Del Monte
Corporation’s (“Defendant”) Mtion to Di sm ss Pursuant

to Fed. R Cv. P. 12(b)(1) and 12(b)(6) [17].
Plaintiff Del Monte International GrvbH (“Plaintiff”)
filed its Qpposition on Novenber 6, 2013 [21].
Def endant filed its Reply on Novenber 20, 2013 [22].
This matter was taken under subm ssion on Novenber 26,
2013 [23]. Having reviewed all papers submtted
pertaining to the Mdtion, and havi ng consi dered al

1
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argunents presented to the Court, the Court NOW FI NDS
AND RULES AS FOLLOWE:

Def endant’s Motion to Dism ss is hereby GRANTED.

| . Background

Plaintiff is alimted |[iability conpany organi zed
under the laws of Switzerland, with its principal place
of business in Monaco. Conpl. § 2. Plaintiff is a
whol |y owned subsi diary of Fresh Del Monte Produce Inc.
(“Fresh Del Monte”), the hol ding conpany for the Del
Monte Fresh Produce group of conpanies. [d. at T 3.
Def endant is a Del aware corporation with its principal

executive offices in California. 1d. at Y 4.
Bef ore August 1989, Defendant was a wholly owned
subsi diary of RIR Nabisco, Inc. and was divided into

two maj or operations. |d. at § 12. One operation was
dedi cated to selling canned fruits and veget abl es and
dried fruits; the other operation principally sold
fresh fruits, fresh vegetables, fresh produce, and
certain preserved products. 1d. In late 1989, the
second operation was sold to Polly Peck International

and ultimtely becane part of Fresh Del Mnte. |1d.
Fresh Del Monte is a | eading producer and seller of
hi gh-quality fresh fruit and vegetables, as well as a

| eadi ng producer and distributor of prepared fruit and

veget abl es, juices, beverages, snacks, and desserts in

Europe, the M ddle East, Africa, and former Sovi et

Union countries. 1d. at § 13. Fresh Del Mnte

provides its services and products to custoners in over
2
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80 countries worl dw de. | d. Fresh Del Monte has

| eadi ng mar ket positions in many product categories,
all of which are sold under the DEL MONTE tradenarKk.
Id. at T 14. Fresh Del Mnte generated approxi nmately
$2, 664, 166,000 in net sales fromits DEL MONTE branded
products in fiscal year 2012. 1d.

Plaintiff owns the trademark DEL MONTE in South
Africa and has owned the Mark there since 1990. 1d. at
1 16. Plaintiff also holds: (1) an excl usive,
perpetual, royalty-free worldw de |icense to use the
DEL MONTE Mark on or in connection with the production,
manuf acture, sale, and distribution of fresh fruit,
veget abl es, and produce, and certain preserved fruit
products; and (2) an exclusive, royalty-free license to
use the DEL MONTE Mark on or in connection with
production, manufacture, sale, and distribution of all
food products in Europe, the Mddle East, Africa, and

former Soviet Union countries. ld. at T 17.
Plaintiff and its affiliates have owned and
operated over a dozen “del nonte” domain nanmes for over

a decade w thout seeking or receiving authorization
fromDefendant. 1d. at  19. Defendant has never
objected to any of these domain nanes. |d.

In June 2011, the Internet Corporation for Assigned
Nanes and Nunbers (“I CANN') introduced its New Generic
Top Level Domain Program which allows parties to apply
for new generic top |evel domains (“gTLD’), unique top
| evel domains (“TLD’), to be used in lieu of

3
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traditional TLDs, such as <.conp or <.net>. ld. at 1

20. The application wi ndow opened on January 12, 2012,
and closed on May 30, 2012. 1d. at | 21.
| CANN al so provided for a New gTLD Di spute
Resol uti on Procedure and authority for adm nistering
this procedure was delegated to the Wrld Intell ectual
Property Organization ("WPO'). 1d. at  22. WPO
subsequent|ly adopted the WPO Rules for New gTLD
Di spute Resolution for Legal Rights Objections. 1d.
Under these policies and rules, third parties were
al lowed to challenge a gTLD application by filing a
Legal Rights Cbjection (“LRO) during a specified
period. Id. at T 23. The principal inquiries
pertaining to applications for gTLDs that are al so
trademarks are (1) whether the applicant has bona fide
rights in the trademark that corresponds to the
applied-for gLTD and (2) whether registration of the
gTLD by the applicant would create an inperm ssible
| i kel i hood of consumer confusion. 1d. at Y 24.
Plaintiff submtted its Application for the gTLD
<.del nonte> during the specified period. [|d. at | 25.
On March 1, 2013, Defendant filed an LRO objecting to
Plaintiff’s Application. [d. at  31. On June 14,
2013, W PO appointed a three-nenber panel to decide,
based on its determination as to the principal
inquiries pertaining to gTLDs, whether to uphold or
reject Defendant’s LRO 1d. at § 35. On August 6,
2013, a majority of the WPO panel decided in favor of
4
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sustaining Defendant’s LRO. 1d. at { 36.

On August 13, 2013, Plaintiff filed this Action in
this Court, requesting a declaration that: (1)
Plaintiff has bona fide rights in the DEL MONTE Mark;
(2) that Plaintiff is not in violation of the Anti-
Cybersquatting Consunmer Protection Act (“ACPA’), 15
US C 8§ 1125(d); and (3) Plaintiff’s registration of
the gTLD <.delnonte> will not create an inpermssible
| i keli hood of confusion. Plaintiff also requests that
this Court order Defendant to withdraw its LRO 1d. at
1 42.

1. Legal Standard
A. Mtion to Disnmiss Pursuant to Rule 12(b) (1)

Federal Rule of G vil Procedure 12(b)(1) authorizes

a court to dismss clainms over which it | acks proper

subject matter jurisdiction. A court is free to
determ ne jurisdiction on a notion to dismss for |ack
of jurisdiction under Rule 12(b)(1) “unless the

jurisdictional issue is inextricable fromthe nerits of
a case.” Kingman Reef Atoll Invs., L.L.C v. United
States, 541 F.3d 1189, 1195 (9th Cr. 2008) (citing

Roberts v. Corrothers, 812 F.2d 1173, 1177 (9th Gr.
1987)).

“IT'Unlike a Rule 12(b)(6) nmotion, in a Rule
12(b) (1) notion, the district court is not confined to
the four corners of the conplaint -- it nmay consider
facts and need not assume the truthful ness of the

conplaint[,]” and the existence of disputed materi al
5
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facts will not preclude the court from eval uating the
exi stence of subject matter jurisdiction.
Anericopters, LLCv. Fed. Aviation Admn., 441 F.3d
726, 732 n.4 (9th Cr. 2006); see also Ass’'n of Am
Med. Colls. v. United States, 217 F.3d 770, 778 (9th
Cir. 2000). The noving party “should prevail [on a

notion to dismss] only if the material jurisdictional
facts are not in dispute and the noving party is
entitled to prevail as a matter of law.” Casunpang V.

Int’l Longshorenen’s & Warehousenen’s Union, 269 F.3d
1042, 1060-61 (9th G r. 2001) (internal citations
omtted); Tosco Corp. v. Crys. for a Better Env't, 236
F.3d 495, 499 (9th G r. 2001), overruled on other
grounds by, Hertz Corp. v. Friend, 559 U S. 77 (2010).
B. Mtion to Disnmiss Pursuant to Rule 12(b)(6)

Federal Rule of Cvil Procedure 12(b)(6) allows a
party to nove for dism ssal of one or nore clains if

the pleading fails to state a claimupon which relief
can be granted. Dism ssal can be based on a | ack of
cogni zabl e legal theory or lack of sufficient facts

al | eged under a cogni zable I egal theory. Balistreri v.

Pacifica Police Dep't, 901 F.2d 696, 699 (9th GCir.
1990). However, a party is not required to state the

| egal basis for its claim only the facts underlying
it. MCalden v. Cal. Library Ass'n, 955 F.2d 1214,
1223 (9th Gr. 1990). In a Rule 12(b)(6) notion to
dismss, a court nust presune all factual allegations

of the conplaint to be true and draw all reasonabl e
6
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i nferences in favor of the non-noving party. Klarfeld
v. United States, 944 F.2d 583, 585 (9th Cr. 1991).
The question presented by a notion to dismss is

not whether the plaintiff will prevail in the action,
but whether the plaintiff is entitled to offer evidence
in support of its claim Sw erkiewica v. Sorema N A ,
534 U. S. 506, 511 (2002). “Wile a conplaint attacked
by a Rule 12(b)(6) notion to dism ss does not need

detailed factual allegations, a plaintiff’s obligation
to provide the ‘grounds’ of his ‘entitle[nent] to
relief’ requires nore than | abels and concl usi ons, and
a fornmulaic recitation of a cause of action’s elenents
will not do.” Bell Atl. Corp. v. Twonbly, 550 U.S.

544, 555 (2007) (internal citation omtted). Although
specific facts are not necessary if the conplaint gives

t he defendant fair notice of the claimand the grounds
upon which the claimrests, a conplaint nust
neverthel ess “contain sufficient factual matter,
accepted as true, to state a claimto relief that is
pl ausi ble on its face.” Ashcroft v. lgbal, 556 U S.
662, 678 (2009) (internal quotation marks omtted).

| f dism ssed, a court nust then decide whether to

grant leave to anend. The Ninth Crcuit has repeatedly
held that a district court should grant |eave to anend
even if no request to anend the pleadi ngs was nade,
unless it determ nes that the pleading could not
possi bly be cured by the allegation of other facts.
Lopez v. Smith, 203 F.3d 1122, 1130 (9th Cir. 2000).

7
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[11. D scussion
A, Subject Matter Jurisdiction
Plaintiff asserts a claimfor declaratory relief
under the Declaratory Judgnent Act, 28 U S. C. 88 2201
and 2202. Conpl. ¥ 42. The Declaratory Judgnent Act
creates a renedy in federal court “[i]n a case of

actual controversy within its jurisdiction,” and
provides that a federal court “may declare the rights
and other legal relations of any interested party
seeki ng such declaration.” 28 U S.C 8§ 2201(a).

“[ T] he phrase ‘case of actual controversy’ in the
[ Decl arat ory Judgnment Act] refers to the type of
‘Cases’ and ‘Controversies’ that are justiciable under
Article I'l'l.” Medlmune, Inc. v. CGenentech, Inc., 549
U S 118, 127 (2007) (citing Aetna Life Ins. Co. V.
Hawort h, 300 U.S. 227, 240 (1937)).

Moreover, it is axiomatic that “[t] he Declaratory

Judgnent Act does not provide an i ndependent
jurisdictional basis for suits in federal court.”
Fiedler v. dark, 714 F.2d 77, 79 (9th Gr. 1983)
(citing Skelly Q1 Co. v. Phillips Petroleum Co., 339

U S 667, 671-74 (1950)); see also California Shock
Trauma Air Rescue v. State Conp. Ins. Fund, 636 F.3d
538, 543 (9th GCr. 2011). |Indeed “[t]he Declaratory
Judgnent Act nerely creates a renedy in cases ot herw se

within the court’s jurisdiction.” Mrongo Band of

M ssion Indians v. California State Bd. of
Equal i zation, 858 F.2d 1376, 1382-83 (9th G r. 1988).
8
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“Federal courts are courts of limted

jurisdiction.” Kokkonen v. Guardian Life Ins. Co. of
Am , 511 U S. 375, 377 (1994). Accordingly, “the
burden of establishing” that a cause lies within the
Court’s jurisdiction “rests upon the party asserting
jurisdiction.” 1d. (citing McNutt v. Gen. Mtors
Accept ance Corp., 298 U S. 178, 182-83 (1936)).

1. Request for a Declaration that Plaintiff has

Bona Fide Rights in the Mark
“The Ninth GCrcuit has stated that trademark

di sputes have sufficiently ripened into an act ual
controversy under the [Declaratory Judgnent Act] when
‘the plaintiff has a real and reasonabl e apprehension
that he will be subject to liability.”” Neilned Prods.
v. Med-Systens, 472 F. Supp. 2d 1178, 1180 (N.D. Cal.
2007) (quoting Chesebrough-Pond's v. Faberge, 666 F.2d
393, 396 (9th Gr. 1982)); see also Rhoades v. Avon
Prods., 504 F.3d 1151, 1157 (9th Cr. 2007) (quoting
Hal Roach Studios, Inc. v. Richard Feiner & Co., Inc.,
896 F.2d 1542, 1555-56 (9th Cir. 1990)) (“[A]ln action
for a declaratory judgnent that a patent [or trademarKk]

is invalid, or that the plaintiff is not infringing,

[ presents] a case or controversy if the plaintiff has a
real and reasonabl e apprehension that he will be
subject to liability if he continues to manufacture his

product”).
The reasonabl e apprehension of |[itigation test need
not necessarily be nmet for an actual controversy to

9
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exist. Amazon.com lInc. v. Nat’'l Ass’'n of Coll.
Stores, Inc., 826 F. Supp. 2d 1242, 1249 (WD. Wash.
2011) (citing Medlnmune, 549 U. S. at 132 n.11).

I nstead, to satisfy the case or controversy

requirenment, “the dispute [nust] be ‘definite and
concrete, touching the legal relations of parties

havi ng adverse legal interests’” and it nust “be ‘real

and substantial’ and ‘adm [t] of specific relief of
concl usi ve character, as distinguished froman opin
advi sing what the | aw woul d be upon a hypot heti cal
state of facts.’” Medlmmune, 549 U. S. at 127 (quoti
Aetna, 300 U. S. at 240-41). |Indeed, the “triad of
injury in fact, causation, and redressability conpri

the core of Article Ill1’s case-or-controversy
requi rement, and the party invoking federal

a
on

ng

SEeSs

jurisdiction bears the burden of establishing its
exi stence.” Steel Co. v. Ctizens for a Better Env't,
523 U. S. 83, 103-04 (1998) (citing FWPBS, Inc. V.

Dal l as, 493 U. S. 215, 231 (1990)); see also Lujan v.

Def enders of Wldlife, 504 U S. 555, 560-61 (1992).
Plaintiff and Defendant vigorously disagree over

whet her there is a case or controversy over Plaintif
bona fide rights in the DEL MONTE Mark. Defendant,
exanpl e, argues that it has never contested the
validity or scope of Plaintiff’s South African
trademark rights. Mt. 10:2-11; Reply 13:8-14:21.
Def endant further asserts that any such ruling on
Plaintiff’s rights would be an i nproper advisory

10
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opinion. Mt. 9:8-17. Plaintiff, on the other hand,
attenpts to narrow the issue. Plaintiff contends that
there is a case or controversy over Plaintiff’s bona
fide rights in the DEL MONTE Mark sufficient to all ow
it to register the gTLD. QOpp’'n 14: 12-15: 15.
Plaintiff’s asserted rights in the DEL MONTE Mark
appear to stemfromeither Plaintiff’s |icenses to use
the Mark, or its South African trademark regi stration.
Id. at 10:7-26; 14:5-09.

To the extent that Plaintiff requests this Court to
determne the validity of its actions - nanely applying
to | CANN for the gTLD <.del nonte> - under its |icenses
with Defendant, it is clear that there exists a case or
controversy between the Parties. There is a case or
controversy if Plaintiff is requesting that this Court
determne its bona fide rights under the DEL MONTE Mark
to apply for the <. delnonte> gTLD. This is so because
Def endant chal |l enged Plaintiff’s gTLD regi strati on on
the ground that Plaintiff’s |icenses do not confer upon
Plaintiff the right to use the DEL MONTE Mark as a
gTLD. See Stockton Decl. Ex. E Y 17-22. Defendant’s
act of filing the LRO caused Plaintiff’s injury of not
bei ng awarded <.del nonte>. A determination as to the
validity of Plaintiff’s actions would certainly touch
upon the legal rights of both Parties. Such a
declaration issued by this Court would settle, at |east
to a certain degree, the disputes of the two Parties
wWith respect to <.delnonte>. Thus, Plaintiff is

11
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correct to focus on the transaction at hand, not the
fact that Defendant has not challenged Plaintiff’s
ot her uses of the DEL MONTE Mark in its other domain
nanmes. Qpp’'n 12:9-13: 14.

It appears, then, that there is a case or
controversy within the neaning of Article I1I1.

However, a crucial question remins: whether federal
subject matter jurisdiction lies in this Action.

As a prelimnary matter, it is clear that a dispute
over the terns or the scope of the |license agreenents
woul d not arise under the Lanham Act. See Everest &
Jennings, Inc. v. E&J Mqg. Co., 263 F.2d 254, 262
(9th Cir. 1958) (“It has been long the | aw that actions
brought to enforce contracts of which a patent is the

subject matter nmust, in the absence of diversity of
citizenship, be brought in the state court . . . The
sanme rule applies to the construction of this section
when trade-nmarks are involved’); see also Saturday
Eveni ng Post Co. v. Runbleseat Press, Inc., 816 F.2d
1191, 1194 (7th Gr. 1987) (“a dispute over the terns
of a copyright license is not deened to arise under the

Copyright Act”); Ceneva Intern. Corp. v. Petrof, Spol,
SRO, 608 F. Supp. 2d 993, 998 (N.D. Ill. 2009) (“A
| icense to use a trademark is a contract, and disputes

over the language of a trademark |icense are governed
by the rules of contract interpretation”).! Federal

! “Federal jurisdiction extends only to those cases

i n which a well-pleaded conpl ai nt establishes either
12
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jurisdiction, then, nust derive from sonewhere else in
Plaintiff’s Conplaint. |In other words, the Court
rejects Plaintiff’s argunent that this Court has
jurisdiction arising fromPlaintiff’s request that this
Court interpret its license rights. See Opp’'n 10: 8- 10.
2. Request for Declaration of Conpliance Wth the
ACPA - 15 U.S.C. 8§ 1114(2) (D) (V)
Plaintiff’s alternative basis for jurisdiction is

through its request for a declaration that it is not in
violation of the ACPA. Opp'n 3:4-7; 11:9-11.

Plaintiff requests relief in the formof a declaration
that it has not violated 15 U. S.C. § 1125(d). See
Compl. f 42; OCpp’'n 11:9-20, 15:23-19:3. Wile
Plaintiff styles this particular claimfor relief as

ri sing under the Declaratory Judgnent Act, functionally
it is indistinguishable froma claimunder 15 U S.C. §
1114(2) (D) (v).

that [1] federal [trademark] |aw creates the cause of
action or [2] that the plaintiff's right to relief
necessarily depends on resolution of a substanti al
guestion of federal [trademark] law, in that [federal
trademark] law is a necessary el enent of one of the
wel | - pl eaded cl ai ns.”

Duncan v. Tuetzle, 76 F.3d 1480, 1486 (9th Cir. 1996)
(internal quotation marks omtted) (quoting
Christianson v. Colt Indus. Operating Corp., 486 U. S.
800, 808 (1988)).

As this portion of Plaintiff’s Conpl aint requires
only contractual interpretation, it does not arise

under the Lanham Act.
13
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Federal courts have jurisdiction to adjudicate
actions arising under the Lanham Act. See 15 U. S.C. 8§
1121; 28 U.S.C. 8 1338. Such disputes include actions
i nvol ving the ACPA. See Rearden LLC v. Rearden
Commerce, Inc., 683 F.3d 1190, 1195, 1202 (9th Gr.
2012) .

Unless Plaintiff’s clains are “so attenuated and

unsubstantial as to be absolutely devoid of nerit,”
Plaintiff has successfully invoked federal jurisdiction
by pl eadi ng clainms under the ACPA. Hagans v. Lavine,
415 U. S. 528, 536-37 (1974) (quoting Newburyport Water
Co. v. Newburyport, 193 U.S. 561, 579 (1904)); see also
Sallen v. Corinthians Licencianmentos LTDA, 273 F.3d 14,
23-24 (2d Cir. 2001). In other words, unless
Plaintiff’s ACPA clainms are obviously frivol ous or

plainly insubstantial, this Court has federal
jurisdiction. A claimneets this standard only if it
Is clearly contradicted by prior decisions so “as to
forecl ose the subject and | eave no room for inference
t hat the questions sought to be raised can be the

subj ect of controversy.” 1d. at 538 (quoting Ex parte
Poresky, 290 U. S. 30, 32 (1933)).

Nei ther party cites to any case | aw applying the
ACPA' s provisions to gTLDs, such as the one at issue in
this case. Nor could this Court find any. Rather,
Plaintiff argues for an extension of the ACPA to
enconpass gTLDs assigned via | CANN s new gTLD program
Such an argunent is not manifestly frivol ous.

14
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Def endant avers, however, that no case or
controversy exists with respect to the ACPA. See Mit.
7:14-15, 7:17-24. It is insufficient, however, for
Def endant nerely to represent that it does not intend
to sue Plaintiff under the ACPA with respect to its
current domain nanes. See Sallen, 273 F.3d at 18. The

focus is on whether there is a “definite and concrete”
di spute between the parties that is not only “real and
substantial,” but also “[adm ts] of specific relief

t hrough a decree of a conclusive character.”

Medl mmune, 549 U.S. at 127 (quoting Aetna 300 U.S. at

240- 41) .

Assum ng that Plaintiff’s reading of 15 U S.C. §
1114 is correct, a decree by this Court that
Plaintiff’s application for <.delnonte> is in
conpliance with the ACPA would allow this Court to
I ssue injunctive relief, such as by ordering Defendant
to withdraw its LRO. See 15 U S.C. § 1114(2)(D) (v).
Plaintiff surely would be afforded “specific relief

of a conclusive character” were this Action to be
decided in its favor. Medlmune, 549 U. S. at 127.
Thus, in Sallen v. Corinthians Licencianentos LTDA,

the First Crcuit found in a case where the plaintiff

i nvoked 15 U. S.C. 8§ 1114(2)(D)(v) that there was a live
controversy where: (1) both parties were still claimng
exclusive rights to the sanme domain nanme, (2) the

domai n nane had been transferred to the defendant, and
(3) the defendant was using the domain nane. 273 F.3d
15
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at 25-26. The court also reasoned that there was an
actual dispute because a declaration of plaintiff’s
conpliance with the ACPA was relevant not only to
def end agai nst a |lawsuit under the ACPA, but also to
redress plaintiff’s loss of his domain nanme in the
prior Uniform Domai n- Nane Di spute Resol ution Policy
(“UDRP”) proceedings. 1d.

The Court holds that Plaintiff is correct in
argui ng that a case or controversy exists here. Just
as in Sallen, a dispute arose with respect to the
Parties’ respective rights to a nutually excl udabl e
i nternet domain. Here, after Plaintiff applied for the
gTLD <. del nonte>, Defendant filed an LRO objecting to
Plaintiff’s gTLD application. Conpl. 7 25, 31. And,
here, just as in Sallen, a determ nation was nade as to
the domain’s ownership pursuant to a policy
“prohibiting the registration of a domain nane that is
i dentical to, confusingly simlar to, or dilutive of
another’s mark.” 15 U.S.C. § 1114(2)(D(ii)(I1). In
particular, the WPO panel sustained Defendant’s LRO,

t hereby denying Plaintiff’'s registration of
<.delnonte>. Conpl. Y 36. Therefore, just as in

Sallen, a “certain controversy” exists. Sallen, 273

F.3d at 26.
3. Concl usi on

Because an actual controversy exists between the
Parti es and because Plaintiff has pl eaded a
nonfrivol ous claimunder the ACPA, this Court holds

16
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that it has subject matter jurisdiction over this
Acti on.
4. Discretion to Decline to Exercise Jurisdiction

Under the Declaratory Judgnment Act

Even if a district court determnes that it has
jurisdiction under the Declaratory Judgnent Act, it is
still not required to exercise its authority to hear
the case. WlIlton v. Seven Falls Co., 515, U S 277,
283 (1995); Huth v. Hartford Ins. Co., 298 F.3d 800,
802 (9th Cir. 2002). Several factors are relevant in
determ ning whether to exercise jurisdiction. For

exanple, “[a] district court should avoid needl ess
determ nation of state |law issues; it should di scourage
litigants fromfiling declaratory actions as a neans of
forum shopping; and it should avoid duplicative
litigation.” Huth, 298 F.3d at 803 (citing Gov't Enps.

Ins. Co. v. Dizol, 133 F. 3d 1220, 1225 (9th Cr.
1998)). Defendant proposes at |east two other factors:

“whet her the declaratory action will serve a useful
purpose in clarifying the legal relations at issue,
[ and] whet her the declaratory action is being sought to
obtain a res judicata advantage.” Mdt. 13:14-15
(quoting Wllianms v. Azzogleads.com Inc., No. CV 08-
807 AHS (ANx), 2008 W. 4383875, at *1 (C.D. Cal. Sept.
4, 2008) (citations omtted)).

The Court finds that although exercising

jurisdiction would require it to determne state |aw
| ssues with respect to the scope of Plaintiff’s
17
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| i censes, such issues are necessary to the proper
adj udi cation of this case. As such, the Court finds
that the first factor is neutral in determ ning whether
to exercise jurisdiction.

The Court finds that the second factor,
di scouraging litigants fromusing declaratory actions
as a neans of forum shoppi ng, wei ghs agai nst exercising
jurisdiction. |In particular, Plaintiffs already have a
neans of review available to them the I CANN request
for reconsideration process. See Bylaws for |nternet
Corporation for Assigned Nanes and Nunbers, Art. 1V,
| CANN (Nov. 27, 2013),
https://ww. i cann. or g/ en/ about / gover nance/ byl aws.
Notwi t hstanding Plaintiff’s assertions that | CANN s

reconsi deration process fails to provi de adequate due
process (Opp’'n 16:23-18:3), Plaintiff still bypassed
the procedures available to it to file this Action. As
such, the Court finds that this factor wei ghs agai nst
exercising jurisdiction.

The next factor, avoiding duplicative litigation,
is neutral. Neither Plaintiff nor Defendant have
identified any parallel litigation. Additionally,
because no litigation beyond this Action is
anticipated, the Court finds that this Action does not
appear to be brought to obtain a res judicata
advantage. Accordingly, the Court finds that this
factor weighs toward exercising jurisdiction.

The Court finds that the next factor, whether the

18

Exhibit A
Page 19



Calbase: 2316veDSEELR REWVIMAMND ddocoems 243 7Flled- DRdDBEIA4/ PhgPageoR 8 Of BaigPHnet!P63

© 00 N O O »~h W N P

N N NN NNNDMNNRRRRRERRR R RB PR
0 N o O N WNPRFPF O O© 0N O O W N PR O

#:440

declaratory action will help clarify the |egal

rel ati ons between the parties, weighs toward exercising
jurisdiction. In particular, the Action wll clarify
the Il egal relationship regarding gTLDs between the
Parties with respect to the DEL MONTE WMar K.

Because nost of the factors either weigh toward or
are neutral with respect to exercising jurisdiction
over this Action, this Court does not decline to
exercise jurisdiction.

B. Failure to State a Caim

Having found that it has jurisdiction over this
Action, the Court next nust determ ne whether Plaintiff
has stated a claimsufficient to survive Defendant’s
Rul e 12(b)(6) Mtion to Dism ss. Beyond arguing that
there is no cogni zabl e case or controversy, Defendant
argues that Plaintiff has not stated a claimfor relief
under the ACPA. Mdt. 8:14-15.

Under Rule 12(b)(6), a party may nove to dism ss
cl ains based on a | ack of a cognizable | egal theory or
| ack of sufficient facts all eged under a cogni zabl e
| egal theory. Balistreri, 901 F.2d at 699.

Under 15 U. S.C. § 1125(d), “a party can be held
liable if it registers, traffics in, or uses a ‘donain

nanme’ that is ‘identical or confusingly simlar’ to a
distinctive mark . . . with bad faith intent to profit
fromthe mark.” 15 U. S.C. 8 1125(d)(1)(A). Under 15
US C 8§ 1114(2)(D(v), “[a] domain nanme registrant
whose donai n nane has been suspended, disabled, or

19
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transferred under a policy described under cl ause
(ii)(1r) my . . . file a civil action to establish

that the registration or use of the domain nanme by such

registrant is not unlawful under this Act.” 15 U S.C
8§ 1114(2)(D)(v). A policy described under clause
(ii)(1l) is a “reasonable policy . . . prohibiting the

regi stration of a domain nane that is identical to,
confusingly simlar to, or dilutive of another’s nark.”
15 U.S.C. 8§ 1114(2)(D)(ii).

1. Definition of “Domain Nane”

In order for Plaintiff to state a clai munder
either 15 U S.C. § 1125(d) or § 1114(2)(D(v), it mnust
first show that a “domain nanme” is at issue in this

case. Plaintiff nust therefore show that the gTLD
<.delnonte> is a “domain nane” and, therefore, subject
to these provisions of the ACPA.

This appears to be a matter of first inpression,
and the Court keeps in mnd that “[n]ot once has any
court inputed trademark rights to a gTLD. In fact,
rather than | ook at a gTLD to determ ne trademark
rights, the Ninth Crcuit and others ignore the TLD as
though it were invisible next to the second | evel

domain nanme in an infringenment action.” |lnmage Online
Design, Inc. v. Core Ass’'n, 120 F. Supp. 2d 870, 878
(C.D. Cal. 2000).

Plaintiff asserts that the ACPA “makes no
di stinction between top, second, or even third-Ievel
domain nanmes.” Qpp’'n 16:7-8. Defendant, on the other
20
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hand, notes that a TLD has never been found to be a
“domai n nane” for ACPA purposes. Mdt. 8:17-18. The
parties, however, go no further in their argunents.
The Court nust itself determne if the <. delnonte>
gTLD constitutes a “domai n nanme” under the ACPA

Si nce Congress passed the ACPA, nunerous courts
have defined a “donmain nane” as consisting of “at | east
two parts: the top |l evel domain and the second | evel
domain.” Sallen, 273 F.3d at 19; Rearden LLC, 683 F. 3d
at 1196 n.1 (9th Gr. 2012) (quoting Ofice Depot Inc.
V. Zuccarini, 596 F.3d 696, 698-99 (9th Cr. 2010));
Coca-Cola Co. v. Purdy, 382 F.3d 774, 783 (8th Gir.
2004); Interactive Prods. Corp. v. A2z Mbile Ofice
Solutions, Inc., 326 F.3d 687, 691 (6th Cr. 2003);
Virtual Works, Inc. v. Volkswagen of Am, Inc., 238
F.3d 264, 266 (4th Cr. 2001); Sporty's FarmL.L.C V.
Sportsman’s Mkt., Inc., 202 F.3d 489, 492-93 (2d Gir.
2000); Brookfield Coormc’ns v. W Coast Entnit Corp.,
174 F. 3d 1036, 1044 (9th GCr. 1999); see also oForit
Entmit, LLCv. DigiMdia.comL.P., 750 F. Supp. 2d 712,
725 (N.D. Tex. 2010) (holding that a third-1evel donain
was not a domai n nanme under the ACPA, reasoning that it

was never assigned or registered with a registrar, and
that only second and top | evel domain conbinations were

domai n nanes).

It follows, then, that under this definition of
“domain nane,” a TLD is nerely a necessary, but not
sufficient, part of a “domain nane.” But these

21
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hol dings are not directly on point and, accordingly,
are not conclusive. If they were, this Court’s inquiry
woul d end here.

The pl ain | anguage of the ACPA is equivocal: “any
al phanuneri c designation” on the Internet that is “part
of an el ectronic address” may be a domain nanme so | ong
as it “is registered” with “a domain nanme registrar,
domai n nane registry, or other domamin nane registration
authority.” 15 U.S.C. 8§ 1127 (enphasis added). A
plain reading of this definition suggests that the
<.del nonte> gTLD, as an al phanuneric designation, can
be a domain nanme so long as it is registered with “a
domai n nanme registrar, domain name registry, or other
domai n nanme registration authority.” 1d.

It follows, then, that answering the question of
whether ICANN is a “domain nane registrar, domai n nane
registry, or domain nanme registration authority” is
critical to determning whether a TLD is a domai n nane
because applicants apply directly to | CANN for a new
gTLD. See Conpl. 1 20.

“I'CANN i s a nonprofit corporation that was created
in 1998, in response to a policy directive of the
Depart nent of Commerce, to administer the domain nane

systemon the Departnent’s behalf.”? Coalition for

2 To the extent that these facts regarding | CANN s
role were not presented to this Court, this Court may
take judicial notice of them because they are not
subject to “reasonabl e di spute because” they are

generally known within this court’s territorial
22
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| CANN Transparency, Inc. v. VeriSign, Inc., 567 F.3d
1084, 1088 (9th Cir. 2009).
As part of its coordination of the donmain nane

systens, I CANN maintains a relationship with the
key actors in the system including registries,
whi ch operate top-1level domains (‘TLDs’) such as
‘.com or ‘.org and maintain information on al
domai n nanmes registered within a particul ar top-
| evel domain, and registrars, which make domain
nanes avail able to custoners and regi ster domain
nanmes with a registry. The custoner and owner
of the domain nane is the ‘registrant.’
Vizer v. VIZERNEWS. COM 869 F. Supp. 2d 75, 78 (D.D.C
2012) (citing Ofice Depot, 596 F.3d at 699; Dotster
Inc. v. Internet Corp. for Assigned Nanmes and Nunbers,
296 F. Supp. 2d 1159, 1160 (C.D. Cal. 2003)); see also
Nanme. Space, Inc. v. Internet Corp. for Assigned Nanes &
Nos., CV 12-8676 PA (PLAXx), 2013 W. 2151478, at *1-4
(C.D. Cal. Mar. 4, 2013) (providing an overview of
| CANN's history and its role in adm nistering the
Donmai n Nanme Systen).
At least with respect to its normal functions,

| CANN does not provide the typical services domain nane
registries or domain nanme registrars provide and | CANN

jurisdiction or can be accurately and readily

determ ned from sources whose accuracy cannot
reasonably be questioned. Fed. R Evid. 201(b); Vizer
v. VIZERNEWS. COM 869 F. Supp. 2d 75, 77 n.3 (D.D.C.
2012).
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has not been recognized as a domai n name registrar or

registry in the past. See Vizer, 869 F. Supp. 2d at
82. This makes sense, as ICANN' s role has been to
adm ni ster and coordinate these entities, not to act at